Aug. 6. 2008 5:07PM Edwards Angel 1 Palmer & Dodge No. 0724 P. 15 

Docket No.: CPO 03-56 PM US (52888-82170) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE RECEIVED 

CENTRAL *X CENTER 

In re Application of: FREITAG et al. ) .... A . 

Group Art Unit: TBA AUG 0 6 2008 



Serial No.: 10/598,505 
Filed: March 4, 2005 



Examiner: TBA 



Conf. No.: 6583 



For: Recording Medium Storage Package Having Improved Rosette 

Mail StopPCT 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



PETITION UNDER 37 C.F.R § 1.47(a) 

Dear Sir: 

This is a Petition under Rule 1.47(a) to allow two inventors to make the application 
for patent referenced above, where the third inventor (James Philippe) refuses to join. 

Pursuant to Rule 1 .47(a), this Petition includes proof of the pertinent facts shown in 

» 

the Statement of Facts enclosed herewith referencing the enclosed exhibits entitled 
"Exhibits in Support of Statement of Facts." Further, Pursuant to Rule 1.47(a), this 
Petition includes provision for the payment of the fee in Rule 1 . 1 7(g). In compliance with 
Rule 1 .47(a), this Petition states the last known address of the non-signing inventor, Mr. 
James Philippe. The Statement of Facts enclosed herewith also states the last known 
address of the non-signing inventor. Also submitted with this Petition is the Declaration of 
the two signing inventors on behalf of themselves and the non-signing inventor pursuant to 
Rule 1.47(a). 
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Serial No. 10/598.505 

Attorney Docket No. CPG 03-56 PM US (52888-82170) 

LAST KNOWN ADDRESS OF THE NONSIGNINQ INVENTOR 

Pursuant to Rule 1.47(a), the last known address of Mr. Philippe, is 

James Philippe 
7 Deborah Ave. 
Sanford, ME 04073 

RELIEF REQUESTED 

Applicants respectfully request the Commissioner accept the Declarations 
submitted herewith, executed by the two remaining inventors on behalf of themselves and 
on behalf of Mr. Philippe pursuant to Rule 1 .47(a). Applicants further respectfully request 
that the examination of the subject application commence promptly. 

REQUIRED FEE 

The Commissioner is hereby authorized to charge all fees due in association with 
this petition and late filing of the oath and declaration, including the $200 fee set forth in 
37 CFR 1.17(g) and the $130 fee set forth in 37 CFR 1.16(f), to Deposit Account No. 04- 
1 105, under Order No. 82170(52888). However, if for any reason the fee is inadequate 
for the consideration of this Petition, or credit is owed for any excess fee paid, you are 
hereby authorized and requested to charge Deposit Account No. 04-1 105. 



No. 0724 P. 16 

PATENT 
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No. 0724 P. 17 



Serial No. 10/598,505 

Attorney Docket No. CPO 03-56 PM US (52888-82170) 



PATENT 



Date: August 6, 2008 




Mictfsfcl J. Pollack Reg. No. 53,475 
Agent for Applicants 



Intellectual Property Practice Group 

EDWARDS ANGELL PALMER & DODGE, LLP 

P.O. Box 55874 

Boston, MA 02205 

Tel: (203)353-6848 

Fax: (203) 975-7180 



Please direct correspondence to: 

MeadWestvaco Corporation 
299 Park Avenue 
New York, NY 10171 
UNITED STATES 

Customer No. 66061 



-3- 



STM 234610.1 



PAGE 17135 ' RCVD AT 8/6/2008 5:05:57 PM [Eastern Daylight Time] ' SVR:USPTOff XRF-6/13 • DNIS:2738300 * CSID: * DURATION (mm-ss):04-26 



Aug. 6. 2008 5:07PM Edwards Angel 1 Palmer & Dodge 



No. 0724 P. 18 



CPO 03-36 PM US (52888-82170) 

• * 

RECEIVED 

CENTRAL RAX CENTER 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE .... . . onno 

AUG 0 6 2008 

In re Application o£ FRETTAG et al. 

Group Art Unit: TBA 

Serial No,: 10/598,505 
Filed: March 4, 2005 



Bxaminer: TBA 



Conf. No. 6383 

For: Recording Medium Storage Package' Having Improved Rosette 

* 

Mail Stop PCT 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



STATEMENT OF FACTS IN SUPPORT OF FILING ON BEHALF OF 
NONSIGNING INVENTORS PURSUANT TO 37 C.F.R. § 1.47(a) 



Dear Sir: 

(< I, Ivette Reyes, do hereby declare as follows: < 

1 . I am a Legal Assistant for MeadWestvaco Corporation, assignee of the 

i 

subject application. I have been directly involved with the preparation and transmittal of 
correspondence discussed hereinbelow, related to the 



2 . This Statement of Facts is made in support of Applicants* Petition 

' Under 37, CF.R. § 1 .47(a), and to set forth the facts relied upon to establish: (i) the 

» 

refusal of inventor Tames Philippe to execute an oath or declaration in connection with 
the above-referenced application, and (ii) the diligent efforts made to secure the 
execution of a declaration or oath by the non-signing inventor. 

3 . Unless otherwise noted, this Statement of Facts is based on first-hand 
knowledge of the undersigned. 



STMJ54W7.I 
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i 

Serial NO.10/598.5Q5 PATENT 
CPG 03*36 PM US (52888*82170) 

4. James Philippe is one of throe named inventors in the above- 

referenced application, which claims priority to U.S. Provisional Application No. 

♦ • 

60/550,654 filed March 5 f 2004 and PCT application Number PCT/US05/06871, filed 
March 4, 2005. Since the time of invention Mr. Philippe has ceased to be employed by 
MeadWestvaco Corporation, the Assignee of this application (See EXHIBIT 1- executed 
assignments of two remaining inventors). 

5 . On January 1 2, 2007, 1 personally prepared and sent via Certified Mail 
No. 7003 2260 0002 7830 5012 a Declaration form, a Power of Attorney form, and an 
Assignment to Mr. Philippe for review and execution (See EXHIBIT 2). In the mailing, 
it was requested that Mr. Philippe execute and return the papers, including the 

Declaration, to Assignee. It is unclear whether Mr. Philippe received this mailing, as a 

♦ 

return receipt was never received. 

6. On April 1 2, 1 again personally prepared end sent, via Express Mail 
No. ED 579339220 US, a Deoleration, a Power of Attorney form, and an Assignment, as 
well as the application as filed, to Mr. Philippe for review and execution (See EXHIBIT 
3). In the mailing, it was requested that Mr. Philippe execute and return the papers, 

including the Declaration, to Assignee. In this instance, Mr. Philippe received the 

■ 

package as evidenced by a USPS Hacking feature and by his response to Assignee by e- 
mail on April 25, 2007 (See EXHIBIT 4, discussed below). 

♦ « 

7. On April 25, 2007, Mr. Philippe Responded by e-mail to me regarding 

the above-mentioned April 12, 2007 letter. In his e-mail, Mr. Philippe indicated that he 

* 

would not sign the documents provided to him without discussing further financial 
compensation (See EXHIBIT 4). 

i 

-2- STM 2*607.1 
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Serial No.10/598,505 

CPG 03-56 PM US (52888-82170) 



PATENT 



8. On April 30, 2007, Alexandra Urban, attorney for MeadWestvaco 

> 

Corporation, seat a letter to Mr. Philippe by e-mail, which I personally mailed by 
certified mail with return receipt request. In this letter, Ms, Urban again urged Mr. 
Philippe to sign the relevant documents, and requested a response by May 1 0, 2007, The 
letter was signed for by Leslie Philippe, as evidenced by the signed return receipt 
appended to the exhibit (See EXHIBIT 5). 

9. To date, Mr, Philippe has not responded to the April 30, 2007 letter, 

1 0. Pursuant to Rule 1 .47(a), the last known addresses of Mr, Philippe 



James Philippe 
7 Deborah Ave. 
Sanfoid, MB 04073 



3- 
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Serial No. 10/598,505 

CPG 03-56 PM US (52888-82170) 



PATENT 



1 1 > The undersigned further declares that all statements made herein of my 



own knowledge are true and that all statements made on i 



and belief are 



believed to be true; and further that the statements were made with the knowledge that 
willful false statements and the like so made are punishable by fine or imprisonment, or 
both under § 1001 of Title 18 of the United States Code and that such willfUl false 
statements may jeopardize the validity of the application or any patent issuing. therefrom. 



■ • 



*?buk August 6, 2008 



Respectfully submitted, 



Ivette'Reyes 
Legal Assistant 



MeadWestvaco Corporation 
299 Park Avenue 
New York, NY 10171 
UNITED STATES 

Customer No. 66061 
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U.S. Patent Application Ser. No. 10/598,505 

Inventors): FREITAG et al. 

Atty. Docket: CPG 03-56 PM US (52888-82170) 



EXfflBITS IN SUPPORT OF STATEMENT OF FACTS 



STM 254613.1 
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No. 0724 P. 23 



EXHIBIT 1 



Attorney Docket CPG 03-55 EM US 



Joint 



ASSIGNMENT OP UNITED STATES PATENT APPLICATION 



Serial No. 10/598,505 
60/550,654 



Filed: 01 September 2006 
05 March 2004 



WHEREAS, WE, KENNY ERBTTAG, a dtizen of the United States, 
residing at 952 Stafford Hill Road, Cheshire, MA 01225, US, JAMBS PHILIPPE, a citizen of the 
United States, residing at 7 Deborah Avenue, Sanfbrd, MB 04073, US, end DANIEL EDWARD 
COJSNWBLL, a citizen of the United States, residing at 33 Scelise Drive, Pittsfield, MA 01201, 
US, invented a certain new and useful RECORDING MEDIUM STORAGE PACKAGE HAVING 
IMPROVED ROSETTE, for which we executed an application for letters patent of the United 
States, on even date herewith; : ' 

AND WHEREAS, MEADWESTVACO CORPORATION, a corporation duly 
orgaiiizied and existing under the laws of the State of Delaware, -with principal place of business at 
11013 West Broad' Strtfcfc'Gbn Allen, VA 23060, US, is desirous of ao4diiiig1fab a edtixe right, title 
d interest in and to fhe said application and the inventions therein disclosed and in any letters 
patent that may issue thereon; 



NOW, THEREFORE, be it known that in consideration of the 0uta bf • Orie', dollar 
($1) and other valuable consideration, receipt whereof is hereby acknowledged, WE, KENNY 
RRBTtAO, JAMBS PHttJPPB and DANIEL EDWARD CORNWEIX, hereby sell, assign' and. 
transfer Unto said, MEADWESTVACO CORPORATION, its successors and assigns,, ths entire, 
right, title and interest in and to said above named application afid toy divisions or continuations' 
thereof and the inventions therein disclosed, and to any improvements thereon, and any patent or 
patents that may be issued or reissued thereon, and we hereby authorize and ' request .the* 
Commissioner of 'Patents to issue any letters patent thereon, or reissues thereof to said 
MEADWESTVACO CORPORATION, its successors and assign*; and we hereby authorize said 
MEADWESTVACO CORPORATION to file applications for patent, in' foreign countries, in 
connection .with- the inventions hereby transferred, b its own name and to secure in its own name, 
the patent or patents issued cm such applications; and we hereby agree that, upon request* of said 
MEADWESTVACO CORPORATION, wewill sign all papers, and make all rigjiiful oaths, and do 
all acts, which said MEADWESTVACO CORPORATION may consider necessary in connection 
with said United States application, end in connection wife any other United States or foreign, 
applications that may be filed in connection with this invention and any improvements thereon, & 4 
in connection with any patents issued or reissued thereon. 



a 

(Signatures on following pages) 



Page 1 of 3 



PAGE 23135 • RCVD AT »08 5:05:57 PM [Eastern Daylight Time] 1 SVR:USPT0€FXRF-6/1 3 * DNISOTOO ' CSID: * DURATION (mm*s):04-26 



Aug. 6. 2008 5:07PM Edwards Angel 1 Palmer & Dodge 



No. 0724 P. 24 



* » ■ m « • ■ 



t m • mm MtH 



EXHIBIT 1 



Attorney pocket CPG 03-56 PM US 



IN TESTIMONY WHEREOF, we h< 
v\flyMifllr\| . 2008. 



Joint 



set our hands and eeala this 7^ day of 



CBNNYJRBITAG 



State of JV\A 



) 



• ' On thia SQ^ day of vWuflfrj . 2008. before ma a Notary PiAKo in and for the 
above County and State, personally appearod KENNY FRBTTAO, personally known to me, and 
acknowledged the execution of die foregoing assignment as his free act and deed for the purpose 
herein set forth, ■ . , 



■ . ■ 



■ 1 Notfiy?ublio 
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No. 0724 P. 25 



nasi * t « * 



EXHIBIT 1 



Attonxtty Docket: CPG03-5tfPMUS 



Joint 



State of 



Condyof 



On this 



) 

) as 
) 

day of, 



JAMBS PHUJPPB 



j 2008, before me a Notary Public in and for the 



above County ind State, pdrtorially appeared JAMBS PHUJPPB, personally known to me, and 
acknowledged the execution of the fcregotag assignment aa his free act and deed for the purpose 
herein set forth 



SEAL 



Notniy Public 




♦ t 



DANIEL EDWARD CQ 

■ ■ ■ 

• ■ 

Stateof iMAr . j • 

County of , B€H»\\\/^ ) 

On this 30^ day of URinUfl.NJ . 2008 , before m$ a Notay Public in and ftr 
above Couniy and State, personally appeared DANIEL EDWARD CORNWELL* personally 
known to me, and acknowledged die execution of the foregoing assignment as his free act and deed 
fbrthepuipoflc herein set fbrfh. 



* Ml I 1 » l ^ « 

• • I I. l . ■ ^ ' • 

' ■- SieA;V': 

* .» r'.Y. . 



» r • ' 

». .. % 



Notary Public 



• i . . . v ■ 
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No. 0724 P. 26 



'few 1<bp 



EXHIBIT 2 



Mr> James Philippe 
7 Dtibooh Avenw 
Sanferd,MH 04^73 

KJ& Signature Foftas 

Dear Jim, 

My it&fi* te Ivette'Reyea, and I have replaced Dana Copland (as you mtykridvfc, has 
adopted to our Rafd^, NC dffiteym curtentty fsuppottteg Alfifcatf to* UVb*A ! 6* )ra 
tegflj assistant 



Altttaddra tea askwf j»ft to forward the tsnplosed fbuax, which requite your ^guafure 
(and notanwifioajpf your whore Indfcate4): 



FUe Refarence 


Document 


Natartmha 


Witness 

1 > k 


CPB 03*56 FM US 


A^i^ip9i)t Form 


5« 


■* > 










CPQ 03-56 PM US 












x 




CPQ05-il D»<3? | 


Declaration Foftn 






CPGOMlBBCB* 










Assignment Fqjju 


X 




CP G 20581 


E^ot^tion Fbun 


1 


■ 


CPG 205& 








CPG 20727 








CPQ 20727 


■ Pawl* qtAttorftey 






CPQ 20727 






j » 



fttas* tftgp *ttd date e&fcU form NtfHfcfc indicated by Bjgtator* 0Wd teeywr 
aigftttfuft kc^zddWTtece speeded) sn^rptum the ittlly executed angtaala to mo in the 
w Yo ik oSfce before February & 2007, A return stamped selfi-AddJieSs envelope Is 
cmlosff d to ease this proses* 



i 
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No. 0724 P. 27 



Mr. Jton.es Philippe 
Page 2 of 2 



EXHIBIT 2 



Please dm'i .hwtott to cwtafci m *tm? ttae if Jftu taswi efiy fittsaticfcs drift cantrctrf 
ftorther. assistance, I cart bet reached at (2 Itf 3 Of W^m^tiwestv&oo.coin or 
yawme^ contact Afeaw&a Vlrbm e» C^JL 2? 5l$*56?5 or ataliSSmaadwestya^^ 



Tfracjk yw fbr your coopwatioiu 



Singly; 





ttttW Reyes 

Ugel Aaaistant 



Enclosure 
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*SfrWk Avcauc 



EXHIBIT 3 



MeadWestvacG 



April 



Mr. J«me$ Philippe 
7 Deborah Avenue 
Baftf&ri. MB 04073 




KBr Bigtrtftire Fotms 
Our Fflce? CPS PM US, CKS QS-i 1 fiB OP, M <$<jV&M 

"Plaase bsadvteoj thtf wetwve notrrecelved & re3pon$e45rato ( ycni to &© wrr^ondSSt* 
we mailed to-yau off January £007. WV#fc t^^^imk^^ aecdid attempt to 
obtain your Blmmts QD^^eo^eary fetfos 0i»bd belpv/) Whidi fl^uim your 

Tiot^stfSm Crfouf irigtfafctfa Wtare Inflicted), Aitoy stolc^am wp ws of the 
related applications** filed. 



/Wa Reference 


Application Ntunbgf 






CPG03-5fiPMUS 


60/550,654 




X 


GPQ03-S6PMUS 


$0/550,654 


mid QbtriMjKK^ 




CPGQ*56PMU$ 


G&SSQ04 


I>eQl»rattoii for Utiltty 
or Design Patent 




CPG 05-11 DBCIP 


10/590,981 






CPG 05-11 BBCIP 


10/590,981 

> 


Pbwtt of Attorney' 
Form 


< 


CPG 05-11 3339 CEP 

M <mrr 


10/990,981 


or Design Patent 
Application 
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No. 0724 P. 30 



EXHIBIT 3 



Mr; Jmrm Philippe 
April IX 2007 

Page 3 of t 



FU* Reference 



AppttcmtouNumbMr 



CFG 20727 



vurnm 



CPQ 20727 



1 1/584,288 



Power of Attorney 
and Corrwpoifdeiiite 

Address tafo&tfao 



Cf G 20%7 




Ptease sign end date eftoh Jfcnn ttbere indicated sigfctture flag (and hfttfeytwr 
signatuft m>tdrized tykere specified) and titum tire forty ex^cut&d tfrigutela tomeintte 
igfaw York officp before AprfJ 30. tOOT A return stamped gelfflddrces envelope is 
enclosed to ease thfo prooes* 

Please don 1 1 hesitate to cotttaot me-et any time if ytm have any q\i^ticm& or iil can be of 
fbrther asstetettca I saw be reached et (212) 3 1 «r at ir2@mealw^tV0W.qmi\ or 
yoU may eofttaet Aieftapdm th E bw,> Sarfprloteflectual Property Counsel in the N«w York 
office, at (212) 31 8-5875 or flbal^ftadwaa^a^cam. 

Thank^you for your cfccpdMion. 
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USPS - Track .& Cortfinn 




Track & Confirm 



EXHIBIT 3 




Search Results 





I 



( 



I * • i i 



Track & aonffrm by tmarti 

Qet currant a vent Information ar update* lor your tern santto' ?oa &r otftere by «crtaO - 

Iproof of Mtatry 

Verily who tigncd tor your It^ty&ma^tex.^mall. 




*GSTAp INSPECTOR? 



elt&m*p intact u* aavwrtraant wwtoi Ida NaD^rtd * P fMpMr A<*tfcii*tt8 



hUptftrkoa tol . ml 
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6 



EXHIBIT 4 




"Jim Philippe" 
^mpN120m«rccast,n9t> 

04/23/2007 09:36 PM 



To <lr2@moadwe5tvaco.com> 
cc <moldmalcer2@met[OC88tnat> 
bee 



Subject BlQnature request deted Apr 12«07 



Ivette Reyes, 

I received your signature request package on Apr.14,07. 

As I am no longer compensated by employment with MeadWestVaoo I will not agree to sign the 
referenced potent applications without first discussing compensation, 

I was the primary Inventor on all referenced patents, I will not grant MeadWestVeco ownership of these 
patents without compensation* 

[ can be reached by mall, phone 207-490*0820, or by email ilmphH2(5>rnetrocaBt,n fll 
James Philippe 



This email has been scanned fot all viruses by the MessagoLabs SkyScen 
service. 
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tjdt Floor F ntjt&$*& 



EXHIBIT 5 



MeadWestvaco 



April 30, 2007 



cERiinsp mm mib mxm mmm amp 

VIA E-MAIL <11tM>hiiaiBttl<8faPQMrtaigB> 

Me JflCQfls PbQippta 
7 D'e&orah Aytoane 
Sanfbrd,ME 04073 

REr US-patpnt Application Np, 11J§M,2W, Bled October 20, 2006 
PACKAGE WITH SECURITY FEATURES 
MWV Ref.i CFG 20727 178 



U.S. mm ApplteaUfl&N&. 10/S98 f 5Q5,. filed Baptea&W 1,2006 

RECORDING MEDIUM STORAGE PACKAGE RAVING IMPROVED ROSBTTB 

MWV Refc CPG 03-56 PM U$ 

US. Patent AppHc&idtim filed tMer 20, 2006 

MEDIA C0NTAINBR. WITH BAND HEADER 

WWVKtf; CP<3 0*5-11 
Ddar Mr. Philippe 

We are In receipt of year e-mail dated April 25 f 2007 in cormeerten with (he above- 



J 






Hi 


111 





invented during your employmcaat with McadWesttoft CortforfitiDk Bfetorase your mv&ttiY* 
efforts were wiflrin (he sc*op$ of your employment wtth u& you \*ere compensated t*y ycttr 
employment with the company, and the company is (he rijjhtftil <tatotf Ctf thttautrjeet matter 
contained wftxft the Hpplbatixms and of toy patent teumgthttaflm 

Accordingly, we would greatly appreciate if you would reconsider your position and 
sign end return the dcHJumeiite sent to you an Afcrfl 14> 20tW; If -we da i&dt Jeccivb tfifl 
e&QUtetf doeui^ls b v M^ 10 r 2Q67> w& will Mve no tisakfe but to totijy theU.S. Pattsnl 
#id T^f^Kric Office <tf ytnrt rtfllbal m feign fh6 m&Wfy <k>mfti&\s, and we willhc ftttocd 
to ptoceed without ytftu 

Please csntart ma if you h&ye any question 

Sincerely 

Alexandra EL Urban, Esq. 

Sente Iw»n*5*uaJ Property Counsel 
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EXHIBIT 5 



Pollack, Michael 



From; Ivatte Reyes [ivette.reye8@meadwe8tvaco.com] on behalf of Alexandra B Urban 

[9bu1@maadwwtvaco.comJ 

Sent: Monday, April 30, 2007 8:47 AM 

To: jlmphil2@metrocast net 

Subject: Reeponso to your Email dated April 25, 2007 

Attachments: Philippe Ltr 30 April 2QQ7.pdf 



Alexandra B, Urban 

Senior Intellectual Property Counsel 

MeadWestvaco Corporation 

299 Park Avenue, 1 3th Floor 

New York, IMY 10171 

Tel: (212) 318-5875 

Fax: (212)316-8035 

Cell: (648) 465-0788 



This email has been scanned for all viruses by the MessageLabs Sky Scan 
service. 

This electronic message contains information from MeadWestvaco 
Corporation or subsidiary companies, which may be confidential, 
privileged or otherwise protected from disclosure. The 
information is intended to be used solely by the recipients) 
named. If you are not an intended recipient, be aware that 
any review, disclosure, copying, distribution or use of this 
transmission or its contents is prohibited. If you have 
received this transmission in error, please notify MeadWestvaco 
immediately atpostmaster@MeadWestvaco.com. 



5/1 1/2007 
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Uwtgd Sims f&jjw, pfisaw e pack? 

(5*1 MAY 2tW PM 



EXHIBIT 5 



IT* " 1 



t 



h p 




Binder: Ffcaee print your ft&rtfc. ed^maa, »wj z&p*4 In thte box 

M&*$*% #Y ***** 



0 ■ M i n i p fiwi I pi i 




1*1 



<i S i'uslal Set vine :/ 



*. r * 



V 




•i 
• 
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